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Sir: 

PRE-APPEAL BRIEF REQUEST FOR REVIEW 

The Applicants have carefully considered this Application in connection with the 
Examiner's Final Rejection mailed June 5, 2006, and respectfully request a pre-appeal brief review 
of this application in view of the following remarks. 



REMARKS/ARGUMENTS 

The present Application was filed on October 27, 2001. The Appellants filed a first 
Amendment on July 1, 2005 in response to a first Examiner's Action mailed January 26, 2005. 
The Examiner entered the first Amendment and subsequently issued a Final Rejection on 
September 20, 2005. The Appellants then filed a second Amendment on November 21, 2005. 
The Examiner indicated in an Advisory Action on December 20, 2005 that the second Amendment 
did not place the Application in condition for allowance, and declined to enter the second 
amendment. The Appellants then filed a first Notice of Appeal on January 20, 2006. The 
Examiner withdrew the finality of the previous final rejection, entered the amendments submitted 
November 21, and issued a new Final Rejection based on new grounds on June 5, 2006. 

I. Rejection of Claims 1-20 under 35 U.S.C. § 103(a) 

The Examiner has rejected Claims 1-3, 7-10 and 14 under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Patent Appl. No. 2002/0073084 to Kauffman, et al. in view of U.S. Patent 
Appl. No. 2003/0229893 to Sgaraglino; Claims 4 and 1 1 over Kauffman and Sgaraglino, in further 
view of U.S. Patent No. 6,256,554 to DiLorenzo; Claims 5 and 12 over Kauffman and Sgaraglino, 
in further view ofU.S. Patent No. 6,144,944 to Kurtzman, II, etal. (Kurtzman); Claims6and 13 
over Kauffman and Sgaraglino, in further view of U.S. Patent Appl. No. 2001/0044855 to 
Vermeire, et al. ; Claim 15, 16, 17 over Kauffman and Sgaraglino, in further view of U.S. Patent 
Appl. No. 2002/0046279 to Chung; Claim 18 over Kauffman, Sgaraglino, and DiLorenzo, in 
further view of Chung; Claim 19 over Kauffman, Sgaraglino, and Kurtzman, in further view of 
Chung; and Claim 20 over Kauffman, Sgaraglino, and Vermeire, in further view of Chung. The 
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Applicants respectfully traverse the Examiner's rejection, because the various combinations cited 
by the Examiner fail to teach each and every element of the respective Claims. 

Specifically, the cited combinations do not teach a "remote player." A remote player is 
"any type of hardware or software capable of playing the distributed media and advertising and 
returning as-run logs describing what they have played and when." (Specification, f 29.) 
Kauffman does teach a caching inserter 30 that may be associated with a billing system 42 (See 
f [0018].) However, Kauffman does not teach that caching inserter 30 has any display capability, 
so it is not a remote player. 

Kauffman also teaches a television 12. {See 1 [0009].) However, the television 12 is not 
a remote player because it not capable of returning as-run logs. {See id.) Kauffman explicitly 
makes this distinction by teaching that the caching inserter 30 is not located in the television 12. 
{See Fig. 1 ; 51 [0009] , [0018] .) Instead, the caching inserter 30 is located on a signal path "at 
the extreme" in a set-top box 14. {See \\ [0009], [0010], emphasis added.) Therefore, the 
television 12 cannot return as-run logs, and is not a remote player. 

Kauffman also teaches a computer terminal 16 that may be used to receive multimedia 
information, but the computer terminal 16 is also not a remote player. One of ordinary skill in the 
art understands that a computer terminal is a device for entering data into and receiving data from 
a computer. Further, one skilled in the art understands that a computer terminal may include 
minimal programming necessary to implement terminal functions, but is not configurable in a 
general manner. Kauffman teaches that the computer terminal 16 may include software to convert 
received files and play them on a display. {See f [0017] .) But Kauffman is silent with respect to 
the computer terminal 16 being capable of returning as-run logs. Furthermore, because Kauffman 



3 



teaches explicitly that the caching inserter 30 could be located as far along a signal path as a set- 
top box 14, but no further, the reference as a whole teaches that the computer terminal 16 is not 
capable of returning as-run logs. Therefore, the computer terminal 16 cannot return as-run logs, 
and is not a remote player. 

Furthermore, even if the computer terminal 16 by Kauffman is capable of returning as-run 
logs, while maintaining that it is not, Kauffman does not enable the returning of as-run logs by the 
computer terminal 16. The Federal Circuit has recently reiterated that "in order to render an 
invention unpatentable for obviousness, the prior art must enable a person of ordinary skill to 
make and use the invention." (In re Kumar, 418 F.3d 1361, 1368 (Fed. Cir. 2005), citing 
Beckman Instruments, Inc. v. LKB Produkter AB, 892 F.2d 1547, 1551 (Fed. Cir. 1989)). As set 
forth above, Kauffman is silent on any functionality of the computer terminal 16 other than to 
convert received files and play them on a display. There is simply no enablement of any 
additional functionality that can be construed as returning as-run logs, as a remote player does. 

For the reasons set forth, Kauffman's set-top box 14 is not a remote player, his television 
12 is not a remote player and his computer terminal 16 is not a remote player, so Kauffman does 
not teach this element. Because Kauffman specifically limits the placement of the caching inserter 
30 as being, "at the extreme" (1 [0009]) in the set-top box 14, he teaches away from placing the 
caching inserter in the display device. Ergo, Kauffman does not suggest functionality that would 
render the television 12 or computer terminal 16 a remote player. Furthermore, the Examiner 
does not cite the remaining references to cure this deficiency of Kauffman, and the Applicants do 
not find any such teaching therein. 
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Accordingly, the references cited by the Examiner, alone and in combination, fail to teach 
or suggest a remote player, and the cited combinations fail to teach or suggest each and every 
element of the claims. Thus, a prima facie case of obviousness fails, and the claims are allowable. 
Therefore, the Applicants respectfully request that the Board reverse the Examiner's Final 
Rejection of Claims 1-20 under 35 U.S.C. and allow issuance thereof. 

II. Conclusion 

In view of the foregoing remarks, the Applicants now see all of the Claims currently 
pending in this application to be in condition for allowance and therefore earnestly solicit a Notice of 
Allowance for Claims 1-20. 

The Commissioner is hereby authorized to charge any fees connected with this 
communication or credit any overpayment to Deposit Account No. 08-2395. 

The Applicants request the Examiner to telephone the undersigned attorney of record at (972) 
480-8800 if such would further or expedite the prosecution of the present application. 



Respectfully submitted, 
HittjGabjes, P.C. 




Registration No. 33,182 



Dated: A'l/^V 1 , 74)Q& 

P.O. Box 832570 
Richardson, Texas 75083 
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